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PRE- APPEAL BRIEF REQUEST FOR REVIEW 

Dear Sir: 

Claims 16-33 are pending in the current application. Applicants appeal the final rejection 
of claims 16-28, which were rejected under 35 U.S.C. 1 12, first paragraph, as failing to comply 
with the written description requirement. 



Summary: 

Examiner objected to amended paragraph 25 and figure lj as new matter, and hence 
rejected claims 16-28, as failing to comply with the written description requirement. Applicants 
respond that amended paragraph 25 and figure lj are supported by, e.g., Applicants' originally 
filed claim 16. As such, claims 16-28 are allowable under the written description requirement. 



Issues: 

1 . May the Applicants rely on original claim 16 as part of the disclosure in order to 
satisfy the written description requirement? 

2. Does Applicants' disclosure reasonably convey to those of ordinary skill in the art 
that the Applicants invented processes including those limitations recited in the claims? 
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Discussion of Issue 1: 

Originally filed claim 16 recites a method of forming a semiconductor device including 
"forming a notched spacer alongside the gate electrode such that the notched spacer is thinner 
along the surface of the substrate " (emphasis added). Applicants have amended paragraph 
[0025] to recite this very language, to wit: "In other situations, a portion of the first dielectric 
layer 126 may remain on the side of the gate electrode 122 , such that the notched spacer is 
thinner along the surface of the substrate, as illustrated in FIG, lj. " 

Examiner has asserted, "the amendment 'such that the notched spacer is thinner along the 
surface of the substrate, as illustrated in FIG. lj,' is new matter" (Final Office Action dated July 
12, 2007). Examiner's assertion is contrary to MPEP 608.01(1), which states, "In establishing a 
disclosure, applicant may rely not only on the description and drawing as filed but also on the 
original claims if their content justifies it." Reliance on originally filed claim 16 is self-evidently 
justified in this instance, because the asserted new matter is a verbatim quote of the disclosure in 
the originally filed claim. 

Likewise, newly added Figure lj is supported in the original disclosure, including 
original claim 16. MPEP § 608.01(1) states that if subject matter capable of illustration is 
originally claimed and it is not shown in the drawing, the claim is not rejected but applicant is 
required to add it to the drawing. Because original claim 16 constitutes a clear disclosure of the 
subject matter illustrated in figure lj (i.e. figure lj simply illustrates an embodiment in which the 
notched spacer is thinner along the surface of the substrate), figure lj is proper and is not new 
matter. Because the amendment to paragraph [0025] and figure lj are clearly disclosed in 
Applicants' original disclosure (including original claim 16), the amendments do not constitute 
new matter and the written description requirement has been met. 

Discussion of Issue 2: 

As a corollary to the above "new matter" assertion, Examiner has rejected claims 16-28 
under 35 U.S.C. § 1 12, first paragraph, as failing to comply with the written description 
requirement. 

Regarding claim 16, Examiner has asserted that "the step of forming a notched spacer 
alongside the gate electrode, 'such that a thickness of the notched spacer alongside the gate 
electrode is thinner near the substrate' is not taught in the specification as originally filed" (Final 
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Office Action dated July 12, 2007). The below table demonstrates clear support for this claim 
element in the original disclosure, however. 



Limitations assertedlv not taught 


Support in originally filed specification 


in the specification as originally filed 




"the step of forming a notched spacer..." 


Originally filed claim 16 recites "forming a 
notched spacer." See also, original Title, 
"Notched Spacer for CMOS Transistors." See 
also, original Abstract, "A notched spacer for 
CMOS transistors and a method of 
manufacturing is provided." 


"... alongside the gate electrode ..." 


Originally filed claim 16 recites forming the 
notched spacer "alongside the gate electrode." 
See also, originally filed figure le showing 
notched spacer 132 is formed alongside gate 
electrode 122, as described in original 
paragraph [00251. 


". . .a thickness of the notched spacer alongside 
the gate electrode is thinner near the substrate." 


Originally filed claim 1 6 recites that the 
notched spacer is "alongside the gate 
electrode" and is "thinner along the surface of 
the substrate." See also, original Fig. le which 
shows a notched spacer 132 alongside the gate 
electrode 122, and wherein the thickness of 
notched 132 is thinner nc;ir ihc surface — in this 
illustrated embodiment, the thickness of the 
notched spacer 132 is substantially zero near 
the surface. See also original paragraph [0025] 
which clearly discloses that the thickness near 
the substrate need not be substantially zero, to 
wit: "a portion of the first dielectric layer 
(which forms notched spacer 132) may remain 
on the side of the gate electrode 122)," 
(parenthetical added). 



Because all limitations of amended claim 16 were disclosed in the original filing, 
Applicants respectfully traverse the rejection of claim 16. Since no independent ground was 
provided for rejecting claims 17-23, which depend from claim 16, the same arguments apply to 
these dependent claims and the rejection of claims 17-23 has been traversed. 

Regarding claim 24, Examiner has stated that there is no support in the specification for 
removing "a portion" of the first layer along the substrate. Examiner has asserted that "the 
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figures and specification as originally filed teach to remove all of the first layer that lies along 
the substrate, and not simply a portion. Compare figure Id and le, for example" (Final Office 
Action dated July 12, 2007). Frankly, Examiner has misread the claim and has overlooked the 
specification. 

Claim 24 recites "removing at least a portion" of the first layer. Original figures Id and 
le, reproduced below 1 , clearly show that "at least a portion" of first layer 126 has been removed. 
In the illustrated example, " at least a portion" has included the entire portion of layer 126 which 
is alongside gate electrode 120 and near the surface of substrate 110. Because the phrase "at 
least a portion" encompasses "all," the original figures provide full and enabling support for 
claim 24. For this reason alone, the claim limitation of "removing at least a portion of the first 
layer" is fully disclosed and supported. 




FIG. ID FIG. II s 

Furthermore, original paragraph [0025] clearly rebuts Examiner's contention that 
"complete" removal was the only disclosed embodiment. Original paragraph [0025] states, 
"FIG. le illustrates the situation in which the first dielectric layer 126 is removed completely to 
the gate electrode 122. In other situations, a portion of the first dielectric layer 126 may remain 
on the side of the gate electrode 122 " (emphasis added). Obviously, if "a portion" of layer 126 

1 For clarity, "formal drawings," which were submitted as a replacement sheets on April 24, 2007, are reproduced 
herein. Applicants hereby represent that these figures accurately and faithfully represent the content of the 
originally filed informal drawings. 
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remains, then only a portion has been removed. Furthermore, even a casual review of figure le 
demonstrates that the region of dielectric layer 126 being discussed is the region along the 
surface of the substrate (which must be the case because the upper region of layer is covered by 
mask 130 and hence could not be partially or fully removed). 

For the above reasons, the rejection of claim 24 is also traversed. Since no independent 
ground was provided for rejecting claims 25-28, which depend from claim 24, the same 
arguments as the independent claim 24 apply to these dependent claims. The rejection of claims 
25-28 has been traversed. 

The originally filed disclosure reasonably conveys to those of ordinary skill in the art 
that Applicants invented processes including those limitations recited in the claims. Applicants 
respectfully request that the final rejection of claims 16-33 be withdrawn and the present 
application be passed to allowance. 

Respectfully submitted, 



October 12, 2007 /Mary Adams-Moe/ 

Mary Adams-Moe 
Attorney for Applicants 
Reg. No. 57,883 
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